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DETAILED ACTION 



Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: - Memory card with write-protection switch --. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-17 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The use of the phrase "substantially rectangular" renders the claims vague/indefinite 
since it is unclear if the card is rectangular or not. 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
3. Claims 1, 2, 3, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Inoue et al. (US 5,016,086) in view of Robinson et al. (US 5,388,248), Hafner et al. (US 
5,925,928), and Iwasaki (US 6,145,023). 

Inoue et al. teaches a memory card (FIG. 1) for storing data written thereto from an 
external device. Inoue et al. Teaches the card has a substantially rectangular card body with first 
and second rectangular surfaces and edges between the surfaces through FIG. 1. Connector 
portion 4 and pins 41 are interpreted to include terminals provided in the vicinity of one of the 
edges between the surfaces, for inputting data from/outputting data to the external device (col 2, 
lines 47+), but fails to teach terminals on one of the rectangular surfaces. However, at the time 
the invention was made, it would have been an obvious matter of design variation to dispose the 
terminals on the surface of the card, as opposed to an edge, since it appears that the terminals on 
the edge functions just as well, and that having the terminals on the surface of the card does not 
solve a specific problem or serve a specific/unique function that cannot be met by having the 
terminals on the edge of the card. Inoue et al. teaches a storage device disposed in the card body 
for storing data from the terminals, through ic's 21-23 which include a memory. It is well 
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known in the art and understood that the memory is used to store data received externally into 
the card. Inoue et al. teaches switch 5, terminals 51-52, and slider 53 which sets the writing 
states (col 2, lines 54 + ), and therefore is interpreted to include a switch located on one of the 
edges between the surfaces and operate to a state to prevent the data stored in the storage device 
from being erased. It is well known in the art that a control circuit inherent* exists between the 
terminals and storage for writing data from an external device to the storage and for reading ou, 
stored data to the terminals from the storage device. Further, Inoue e, al. teaches the use of a 
printed board accommodated in the interior of acase 1, where the ic's are mounted on, and 
which are connected by a predetermined wiring circuit pattern, and Inoue also teaches that the 
connector pins and terminals are connected to respective lead portions led out from a 
predetermined circuit portion of the wiring circuit pattern (col 2, lines 40+). Therefore, i. is 
understood that the terminals and the memory are elecmcaUy connected in a manner that is well 
known and obvious in the art, to permit the bi-directional transfer of data between the data 
storage and the terminal However, Inoue et a., does not specifically teach that the control 
circuit electrically connected between the terminals and storage for conducting the bi-directional 
transfer of data also supplies a status signal to the terminals indicating the status of the switch. 

Robinson et al. teaches a status control signal through write protect signal WP which 
reflects the status of the switch 116 of the memory card, and is received at output pin 33 of the 
terminal (FIG. 2). 

Hamer et al. teaches that terminals are provided on one of the rectangular surfaces 
through FIG. 1. 

Iwasaki teaches that a switch is located on one of the surfaces and operable to a state to 
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prevent the data from bring erased through write protect tab 5, slider 5a, and opening window 
5b. 

A, the time the invention was made, it wouid have been obvions to an artisan of ordinary 
skill in the art to combine the teachings of Inoue e, al. with those of Robinson e. all, Hamer e, al, 

and Iwasaki. 

One wou.d have been motivated to do so to provide a data card with write protection 
means which are well known and understood in the art (re floppy discs) that allows for bi- 
directional transfer of data between the card and external device that is reliably controlled by 
circuit logic, mat is cos, effective, and that communicates and functions in a well known and 
understood manner, and thus is compatible with existing systems. 

Re claim 2, the slide member is in a recess disposed on a surface, as seen through FIG. 

5Aand5B. 

Re claim 3, as seen in FIG. 5A and 5B, the switch is moveable side to side toward and 
away the e^ges, and that the position of the switch determines the state of the switch, as such is 

well known and obvious in the art. 

Re claim 8, since the switch/slider is a mechanical one, it is understood ma, it remains 
operable when used with an ex.ernal device (i.e. switching the switch to break contact will still 
physically break contact and aUer the write/reading state when the card is in used with an 

external device). 

4. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue et al. (US 
5,016,086) as modified by Robinson et al, Hamer et al., and Iwasaki as applied to claim 1 above, 
and further in view of Kokubu (US 5,710,421), 
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Re claim 9, it is obvious and well known in the art to transmit data in a smart card/smart 
card system serially. Further, Kokubu teaches that data is received and transmitted by/from the 
card control circuit in serial form through "(16) Then, when the reset signal is canceled, the 
control section 19 is started. The control section 19 first reads out an ID code specifically 
assigned to the IC card 28 from the storing section 20, and converts the ID code into serial data, 
and then transmits the serial data to the terminal via the contact 10 and the contact of the 
terminal. Upon receiving the ID code of the IC card 28, the terminal performs predetermined 
operation and then, in accordance with the operation, transmits to the control section 19 a read- 
out or write-in command signal in the form of serial data. The control section 19 reads out data 
from the storing section 20 in accordance with the command signal, and then converts the data 
into serial data or writes in the storing section 20 the serial data transmitted from the terminal" 
(col 4, lines 40+). 

At the time the invention was made, it would have been obvious to an artisan to combine 
the teachings of Inoue et al., Robinson et al., Hafher et aL, and Iwasaki with those of Kokubu. 

One would have been motivated to do this to ensure that the card communicates data in 
serial form, as an obvious expedient to present data in a form that can be easily processed and 
accepted, and also one that is well known in the art. 

5. Claims 10, 1 1, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Inoue et al. (US 5,016,086) in view of Robinson et al. (US 5,388,248) and Hafner et al. (US 
5,925,928). 

Inoue et al. teaches a memory card (FIG. 1) for storing data written thereto from an 
external device. Inoue et al. Teaches the card has a substantially rectangular card body with first 
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and second rectangular surfaces and edges between the surfaces through FIG. 1. Connector 
portion 4 and pins 4! are interpreted to include terminals provided in the vicinity of one of the 
edges between the surfaces, for inputting data from/outputting data to the external device (col 2, 
,i„es 47 + ), but fails to teach terminals on one of the rectangular surfaces. However, at the time 
toe invention was made, i, would have been an obvious matter of design variation to dispose the 
terminals on the surface of the card, as opposed to an edge, since it appeal that the terminals on 
the edge functions just as well, and that having the terminals on the surface of the card does no. 
solve a specific problem or serve a specific/umcme function that cannot be met by having the 
terminals on the edge of the card. Inoue e. al. teaches a storage device disposed in the card body 
for storing data from the terminals, through ic's 21-23 which include a memory. It is well 
known in the art and understood that the memory is used to store data received externally into 
the card. Inoue e. al. teaches switch 5, terminals 5.-52, and slider 53 which sets the writing 
states (col 2, lines 54 + ), and therefore is interpreted to include a switch located on one of the 
edges between the surfaces and operable to a state to prevent the data stored in the storage device 
from being erased. It is well known in the art that a control circuit inherently exists between the 
terminals and storage for writing data from an external device to the storage and for reading out 
stored data to the terminals from the storage device. Further, Inoue e. al. teaches the use of a 
printed board accommodated in the interior of a case 1, where the ic's are mounted on, and 
which are connected by a predetermined wiring circuit pattern, and Inoue also teaches that the 
connector pins and terminals are connected to respective lead portions led out from a 
predetermined circuit portion of the wiring circuit pattern (col 2, lines 40 + ). Therefore, it is 
understood that the terminals and the memory are electrically connected in a manner that is well 
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known and obviou, in the art, to permit the bi-directional transfer of data between the data 
storage and the terminals. However, Inoue et a., does no. specifically teach that the control 
circuit electrically connected between the terminals and storage for conducting the bi-directional 
transfer of data also supplies a status signal to the terminals indicating the status of the switch. 

Robinson et al. teaches a status control signal through write protect signal WP which 
reflects the status of the switch 1 16 of the memory card, and is received at output pin 33 of the 
terminal (FIG. 2). 

Hafher et al. teaches that terminals are provided on one of the rectangular surfaces 
through FIG. 1. 

At the time the invention was made, it would have been obvious to combine the teachings 
of Inoue et al. with those of Robinson et al. and Hamer et al. 

One would have been motivated to do this in order to have a card that has terminals 
disposed on the surface of the card to be used with a specific card reading setup, and one that can 
protect the data within the memory through a physical switch and through more intelligent 
signaling/control means (circuits), thus providing a card that is reliable and able to secure and 
maintain data, while remaining cost effective and compatible with existing systems. 

Re claim 11, Inoue et al. teaches that the switch has a slider located in a recess of one 

edge through FIG. 2 and slider 53. 

Re claim 16, Inoue et al. teaches that the switch is operable while the memory card is 
used with the external device through FIG.l and FIG. 5, where it is understood that since the 
switch makes or breaks an connection physically, it remains operable when in use with an 

external device. 
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6. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue et al. (US 
5,016,086) as modified by Robinson et al. and Hafher et al., as applied to claim 10 above, and 
further in view of Kokubu (US 5,710,421), 

Re claim 17, it is obvious and well known in the art to transmit data in a smart card/smart 
card system serially. Further, Kokubu teaches that data is received and transmitted by/from the 
card control circuit in serial form through "(16) Then, when the reset signal is canceled, the 
control section 19 is started. The control section 19 first reads out an ID code specifically 
assigned to the IC card 28 from the storing section 20, and converts the ID code into serial data, 
and then transmits the serial data to the terminal via the contact 10 and the contact of the 
terminal. Upon receiving the ID code of the IC card 28, the terminal performs predetermined 
operation and then, in accordance with the operation, transmits to the control section 19 a read- 
out or write-in command signal in the form of serial data. The control section 19 reads out data 
from the storing section 20 in accordance with the command signal, and then converts the data 
into serial data or writes in the storing section 20 the serial data transmitted from the terminal" 
(col 4, lines 40+). 

At the time the invention was made, it would have been obvious to an artisan to combine 
the teachings of Inoue et al., Robinson et al., and Hafher et al. with those of Kokubu. 

One would have been motivated to do this to ensure that the card communicates data in 
serial form, as an obvious expedient to present data in a form that can be easily processed and 
accepted, and also one that is well known in the art. 
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Double Patenting 
Thenonstatutorydoublepa^^ 

public ^^^^z^^l^TX^^^^ „ , 

CFR 3.73(b). 

7 . aaimsl-SandlO-iearerejectedundertojudiciallycreatedteAeofobviousness- 
^ do uble pa.en.ing as being unpatentable over claims 1, 3, and 5-9 of U.S. Patent No. 
6 ,70.743 (hereinafter '743). Although me conflicting ciaims are not identical, they are not 



of the '743 Patent. 

For instance: 

In claim 1 of the present 

claim: 



claimed invention and claim 1 of .he '743 Patent, me Applicants 



i) »a memory card fir storing data written thereto from an external device.. - (see claim 
,) whereas in fte '743 Patent, tire Applicants claim "a memory card for storing da* transmitted 
from an external apparatus. . ." (see claim 1). 
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In claim 

claim: 



2 of the present claimed invention and claim 3 of the '743 Patent, the Applicants 



ii) "The memory card of claim 1 wherein said switch has a slide member located in a 
recess disposed on said one surface" (see claim 2) whereas in the '743 Patent, the Applicants 
claim "A memory card as claimed in claim 1, wherein said memory card has first and second 
main surfaces, and wherein said switch is provided on one of said surfaces of said memory card" 

(see claim 3). 



In claim 

claim: 



im 3 of the present claimed invention and claim 5 of the '743 Patent, the Applicants 



iii) "The memory card of claim 2, wherein said switch is reciprocally movable in a side- 
to-side manner. . .» (see claim 3) whereas in the '743 Patent, the Applicants claim "A memory 
card as claimed in claim 1, wherein said memory card has first and second longitudinal edges; 
and wherein said switch is slideable toward one and away from the other of said longitudinal 
edges" (see claim 5). 

In claim 4 of the present claimed invention and claims 6 and 8 of the '743 Patent, the 
Applicants claim: 

iv) "The memory card of claim 1 wherein said control circuit is responsive to a read 
status instruction signal from said external device to supply said status signal to said terminals" 
(see claim 4) whereas in the '743 Patent, the Applicants claim "a controller for writing data to or 
erasing data from said memory card by first sending a read status instruction to said memory 
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... (see claim 6) and "The combination of a memory card an external apparatus, wherein 
^ is communicated. . .control means for controlling said memory card in accordance with an 
instruction transmitted from said external apparatus, said contro, means providing an indication 
of the state of said switch in response to a read status instruction transmitted from said externa, 
apparatus..." (see claim 8) 

ln cairn 5 of the present claimed invention and claims 6 and 7 of the ^743 Patent, the 

Applicants claim: 

v) "The memory card of claim 4 wherein said control circuit is responsive to a write 
instruction signal from said external device to write data to said storage device; »d 
wherein said read status instruction signal precedes said write instruction signal" (see 
Cairn 5) whereas in the '743 Paten,, the Applicants claim "a controller for writing data to 
or erasing data from said memory card by firs, sending a read status instruction to said 
memory card..." (see claim 6) and "...wherein said controller sends said read states 
fastruction each time before sending a write instruction" (see claim 7). 

,„ Cairn 6 of the present claimed invention and claims 6 and 7 of the "743 Patent, the 

Applicants claim: 

vi) -The memory card of claim 4 wherein said control circuit is responsive an erase 
instruction signal from said external device to erase data stored in said storage device; and 
wherem said read status instruction signal precedes said erase instnaction signa.. However, an 
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erase instruction signal is interpreted as a write instruction signal, and therefore claim 6 of the 
present claim invention is rejected in the same manner as claim 5, above. 



In 

claim: 



claim 7 of the present claimed invention and claim 9 of the '743 Patent, the Applicants 



vii) "The memory card of claim 4 wherein said data written to said storage device 
comprises a data file; and wherein said read status signal is supplied prior to writing a data file to 
or erasing a data file from said storage device" (see claim 7). The limitations of this claim have 
been discussed above, except for the storage device having a data file. However, at the time the 
invention was made, it would have been obvious to an artisan of ordinary skill in the art for a 
storage device to comprise a file/data file since it is well known for storage devices to store files, 
data files, and electronic data in various forms. 

In claim 8 of the present claimed invention and claim 9 of the '743 Patent, the Applicants 

claim: 

viii) "The memory card of claim 1 wherein said switch is operable while said memory 
card is used with said external device" (see claim 8) whereas in the '743 Patent, the Applicants 
claim "The combination of claim 8 wherein said switch is operable while said memory card is 
connected to said external apparatus. . ." (see claim 9). 

Claims 1, 2, and 4-8 and 10-16 are almost identical except for the limitation in claims 10- 
16 that the switch is located on one of the edges between the surfaces, as opposed to on the 
surface as in claims 1, 2, and 4-8. However, at the time the invention was made, it would have 
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been obvious to an artisan of ordinary skill in the art to have a different location for the switch as 
an obvious matter of design variation, since it does not provide a technicayfunctional advantage 



over the other switch orientation. For that reason, 



claims 10-16 are rejected under the judicially 



created doctrine of obviousness-type double patenting as being unpatentable over claims 1, 3, 
and 5-9 of U.S. Patent No. 6,170,743 (hereinafter '743) as discussed above re claims 1, 2, and 4- 
8. 

8. Claims 9 and 17 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1, 3, and 5-9 of U.S. Patent No. 6,170,743 
(hereinafter '743) in view of claim 3 of U.S. Patent No. 6,109,939 (hereinafter '939) Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the present claimed invention is a broader recitation of the '743 Patent. 
For Instance: 



In claim 9 of the present claimed invention and claim 1 of the '743 Patent in view of 
claim 3 of the '939 Patent, the Applicants claim: 

ix) "The memory card of claim 1 wherein said switch is operable while said memory 
card is used with said external device" (see claim 8) whereas in the '743 Patent, the Applicants 
claim 1 has been discussed above. Further, re the '939 Patent, the Applicants teach "The 
memory card as set forth in claim 1, wherein signals are transmitted to and from the memory 
card in serial form" (see claim 3). At the time the invention was made, it would have been 
obvious to an artisan of ordinary skill in the art to combine the teachings of the '939 Patent with 
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those of the '743 Patent in order to have a device that specifically transmits data in a format that 
is well known in the art, to facilitate communication. 



In claim 17 of the present claimed invention and claim 1 of the '743 Patent in view of 
claim 3 of the '939 Patent, the limitations have been discussed above re claim 9 of the present 
claim Application. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Kondo et al. (US 6,361,369), Matsubara (US 5,751,765), Fuse et al. (US 6,330,634), 
Okaue et al. (US 6,170,743), Shimada (US 5,832,285), Hara (US 4,797,542), Rose (US 
6,011,677), Shibata et al. (US 6,343,744), and Takada et al. (JP 02001 135383A). 
10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Walsh whose telephone number is (703) 305-1001. The 
examiner can normally be reached between the hours of 7:30am to 4:00pm Monday through 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner' s 
supervisor, Michael G. Lee can be reached on (703) 305-3503. The fax phone numbers for this 
Group is (703) 308-7722, (703) 308-7724, or (703) 308-7382. 

Communications via Internet e-mail regarding this application, other than those under 35 
US.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [daniel.walsh@uspto.gov]. 
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* 

All Internet e-mail communications will be made of record in the application file. PTO 
employees do not engage in Internet communications where there exists a possibility that 
sensitive information could be identified or exchanged unless the record includes a properly 
signed express waiver of the confidentiality requirements of 35 U.S.C. 122. This is more 
clearly set for the in the Interim Internet Usage Policy published in the Official Gazette of the 
Patent and Trademark on February 25, 1997 at 1 195 OG 89. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the Group receptionist whose telephone number is (703) 308-0956. 



DW 
8/26/02 




